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Real Party in Interest 

The real party in interest in this appeal is Dow Corning Corporation, the assignee of the 
above application. 

Related Appeals and Interferences 

Appellants are not aware of any related appeals or interferences that will directly affect or 
be directly affected by or have a bearing on the Board's decision in the pending appeal. 

Status of Claims 

Claims 1-14 were originally filed in this application. Claims 1-14 were subjected to a 
Restriction and Election of Species Requirement in an Office Action dated 09/27/2007. In 
response (dated 10-26-2007 and 1-21-2008), Applicants canceled claims 8 and 10. Applicants 
also withdrew claims 13 and 14. Applicants elected the species where hydrocarbyl group is 
defined as R 1 having the formula -(CH 2 )30CH 2 CH20H. 

In a Response dated 06-10-2008, claim 1 was amended to limit the organopolysiloxanes 
to the polydiorganosiloxanes of original claim 3. Claim 3 was canceled accordingly. 

Claims 1, 2, 4-7, 9, 1 1 and 12 are pending in this application and were finally rejected in 
the office action dated 09-17-09. 
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The status of claims on appeal is as follows. Claims 1, 4, and 5 are previously presented. 
Claims 2, 6, 7, 9, 11 and 12 are original. Claims 1, 2, 4-7, 9, 11 and 12 are pending in this 
application and stand rejected. 

Status of Amendments 

An amendment under 37 C.F.R. 1.112 was submitted on 06-10-2008, claim 1 was 
amended to limit the organopolysiloxanes to the polydiorganosiloxanes of original claim 3. 
Claim 3 was canceled accordingly. These amendments were entered by the Examiner. 

No amendments have been submitted subsequent to the Final Rejection dated 05-1 1-10. 
The appealed claims 1, 2, 4-7, 9, 11 and 12 are in the Claims Appendix of this brief. 
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Summary of the Claimed Subject Matter 



Claim 1 



This invention relates to a composition comprising; 

(i) a hydrocarbyl functional organopolysiloxane having a formula selected from the 



group: 



R 1 R 2 SiO(R 2 SiO) x SiR2R 1 , 

R 1 R 2 SiO(RR 1 SiO) z SiR 2 R 1 , 

R 1 R 2 SiO(R 2 SiO) x (RR 1 SiO) z SiR 2 R 1 , 

R 1 R 2 SiO(R 2 vSiO) x SiR 3 , 

R 1 R 2 SiO(RR 1 SiO) z SiR 3 , 

RlR 2 SiO(R 2 SiO) x (RRlSiO) z SiR3, and cyclic siloxanes of the formula 
- (Me 2 SiO) m (MeR 1 SiO) n - 



where 



R is an alkyl, cycloalkyl, alkenyl, aralkyl, or an aryl group containing 1-20 carbon 



atoms; 



R 1 is -(CH 2 ) 3 OCH 2 CH 2 OH; 

x is 1-500, z is 1-40, m is 1-6, n is 1-6, and the sum of m + n is 3-12; and 
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(ii) at least one cosmetic ingredient, household care ingredient, or health care 
ingredient. 

This claim is mapped to the specification as follows; 

page 4, paragraph [0009], lines 4-12 and 

page 5 line 6, paragraph [0016], to page 6, line 9. 

Claim 11 

Claim 1 1 is an independent claim directed to a specific embodiment of the present 
invention that reads; 

A cosmetic product comprising the composition of claim 9. 

As such independent claim 1 1 is related to a cosmetic product comprising; 

(i) a hydrocarbyl functional organopolysiloxane having the formula 

R 1 Me2SiO(Me 2 SiO) x SiMe 2 R 1 
where R 1 is -(CH2)30CH 2 CH 2 OH and x is 10-20 

(ii) at least one cosmetic ingredient, household care ingredient, or health care 
ingredient and a pigment. 

This claim is mapped to the specification as follows; 

page 4, paragraph [0010], lines 13-21, page 6 line 21-25, page 7 line 27 and 31. 
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Grounds of Rejection to be Reviewed on Appeal 

Claims 1, 2, 5-7, 9 and 1 1 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
by Candau (US 6,033,648). 

Claims 1, 2, 5-7, 9, 1 1 and 12 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable by Lemann et ah (US 6,541,017). 

Argument 

35 U.S.C § 103(a) 

The Examiner rejected claims 1, 2, 5-7, 9 and 11 under 35 U.S.C. §103(a) as being 
unpatentable by Candau (US 6,033,648). 

The Examiner rejected claims 1, 2, 5-7, 9, 1 1 and 12 as being unpatentable by Lemann et 
al. (US 6,541,017). 

Appellant respectfully submits the 103 rejections to be improper for the reasons as 
detailed below. 
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Claims 1, 2, 5-7, 9 and 11 stand rejected under 35 U.S.C. §103(a) 
as being unpatentable by Candau (US 6,033,648) 

Claims 1, 2, 5-7, 9 and 1 1 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
by Candau (US 6,033,648). This rejection was first asserted in the office action rejection dated 
9-01-09 and maintained in a final rejection dated 05/1 1/2010. The Examiner's basis for the 
rejection is shown below. 

Candau discloses taming oomposiism^ comph^ng mn oxkf& «><|%w^s 
Ab&t*&cQ» encompassing claims § arxl 11, The compositions also sompmo a 
$iteon$ wllir encompassing lh# hydrocarfeyi functional organopolys^oxane 
tgm$m$n&& of : tts$ Infant claims fool 6, term 30-62} s These ars preferred 
Hh& ^ groups of p> of the r&fersm&& ^na>mpass R* of the Imtant claims whem R 1 is - 
fCHs^OCHgCH^OH. The R: gmup of the mferarxa* fas ^{CH^^O-CC^H^OhCC^H^O},^ 1 
$jft$r$ $ is 1 to t m 1 So tOO, y Is 0 10 SO and R ? H CH$ &r CH2CN&. values 
encompass tha corresponding group of the insfanl dams. The n&$&al&g « of 

mf&mnc$d structure ranges from 5 to 300, which $r*cx>*np&&s®& ihs c^^'ospc^d^ng 
$ik$®n& y^l of the Aslant daiem- havtog a repeating unit value of 1 to 500. The gmup 
of tho Is a C1-C3 aINyt or ph&r^l ^noompassri-g the R group of ths- Aslant 
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dafes. which may h& m alky! $$§m or $fyl aroup ^ontamilng 120 carhsm atoms. The 
compositions am tiosmetsce aod s^$i8r$&f^ compose eonvar^oo^ cosmetic am&or 
dermatologies a<fyv^ni^ C&ol, 10, ltn©« 49 -58). The re%rence deters from the tosi&Jt 
dams insofar % does mi <McSom the exact end pemts for the number of 
unsls r&dt&d in the Instant sSa&ns, 

The pnor art cto$$ not d*$cio§& ih® exact chimed vaiuss, but does owlap: sn 
such srmtanoea &v$n a flight ov$f tap in range establishes a pnm& /ec?a esse of 
o&&HJ&n&&& fe.MM^M, 86 USPG2d 1379, 1382 (Fed. Of. 2003). The referenda 
4mM$m the R 9*0*1$ pf \tw mfmmm m ^CH2%0~lC$HtQ)AC^tf$)uf& where s 1 to- 
S, t il§ 1 to 100, u is 0 to SO and R .'■ is H, CH* or CH?CB& which corresponds to the R 1 
groop o! : &t& imUmft timm (CH^hOCihCH^OH when s & 3. \ m 1 and u i& 0 The 
repeating of the referenced ^roeture ng*ige& from s t& 300 erjcompessing 

the cone§»mfng $gi®om unit of the snslam delms h^vin§ $ r^prtim tmlt vefue of 1 to 
500. TM R* qmup dt the mim&nc® m b C1-C3 alky* or &henvt $rK&mp&£&ift$ R 
oroup <sf instant ds&m, which msw ha san e&vl or&up ^ arvl omu^ aotttasning 1-21) 
earboo atoms. It would have bean obvious for -one of ordinary m the art 1$ ha ve 
used the compounds of the instant dates in the cosmetics of the reference con®*$te*it 
with %w In re Peterson decision 
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Appellant believes the 103 rejection based on Candau to be improper for the following 
reasons. The present claims are drawn to a composition comprising a hydrocarbyl functional 
organopolysiloxane. The hydrocarbyl group is defined as R 1 having the formula - 
(CH2)30CH 2 CH 2 OH. The Candau reference discloses silicone polyether or silicone oxyalkylene 
substituted silicones where in all cases the oxyalkylene groups are described as being selected from 
a combination of EO (-CH2CH2O-) and PO (-C3H6O-) units. Appellant respectfully submits 
Candau at best disclose a chemical formula that represents a genus of the present hydrocarbyl 
functional organopolysiloxanes. Applicant submits that the 09/01/2009 103 rejection fails to follow 
the guidelines established in MPEP 2144.08 for assessing obviousness of genus/sub- genus/species 
relationships. 

Regarding the rejection based on Candau, Applicant reproduces below the sections 
believed to be relevant, as quoted by the Examiner. In particular, structure II is shown. 
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A silicone emulsifier which is very particularly preferred 
for inclusion in the compositions according to the invention 
is an oxyalkylene silicone substituted at the a- and 
co-positions, having a linear structure, substituted at the two 
ends of the main chain by oxyalkylene groups bonded to the 
Si atoms via a hydrocarbon-comprising group. More par- 
ticularly preferred are the silicones having the the following 
structural formula (II): 



R 



R Si O- 

1= 



(II) 

R 2 



Si O 

I 



R 2 



R 2 



■Si R 



R 2 



-i hi 



in which R is a radical — (CH 2 ),0— (C 2 H 4 0) 1 (C 3 H 6 0) M R 1 
wherein R 1 is H, CH 3 or CH 2 CH 3 , s is an integer ranging 
from 1 to 5, t ranges from 1 to 100 and u ranges from 0 to 
50, with the proviso that the (C 2 H 4 0) and (C 3 H 6 0) struc- 
tural units may be distributed randomly or in blocks, the R 2 
radicals are each a C ± -C 3 alkyl radical or a phenyl radical, 
and 5^m ^300. 

The oxyalkylenated silicones substituted at the a- and 
co-positions according to the present invention preferably 
have the formula (II) in which each of the R 2 radicals is a 
methyl radical, s ranges from 2 to 4; t ranges from 3 to 100; 
and m ranges from 50 to 200. 

Appellant respectfully submits that in formula (II) of Candau, no less than 50,000 (50 x 
1000) oxyalkylene species are represented in this formula, not including possibilities or variations 
for the R 1 endgroup (including these would increase the variations 3x to 15,000). Furthermore, 
Appellant notes the expressed teachings of Candau to "emulsifiers" and multiple oxyalkylene 
groups. In particular, Candau preferred structures have a minimum of 3 ethylene oxide units (t, or 1 
as incorrectly shown in the structure, ranges from 3 to 100) . Thus, Appellant respectfully submits 
that one skilled in the art, upon reading Candau, would not immediately select the presently claimed 
siloxanes having the defined R 1 hydrocarbyl group. Therefore, considering the size of the genus, 
and the expressed teachings of Candau, Appellant believes the present claims cannot be considered 
prima facie obvious in view of Candau. 
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Claims 1, 2, 5-7, 9, 11 and 12 stand rejected under 35 U.S.C. 103(a) 
as being unpatentable by Lemann et aL (US 6 y 541 } 017) 
Claims 1, 2, 5-7, 9, 1 1 and 12 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable by Lemann et aL (US 6,541,017). This rejection was first asserted in the final 
rejection dated 9-17-09 and maintained in the 5-11-2010 final rejection. The Examiner's basis 
for the rejection is shown below 

Uirnsm as. cftadose oosmesc cc^n positions scraphsing s * less? one siircona oil 
ana at lesst or** pscjmem (sea Abstract*, ercc repass-: no; bairns 9 anei 11 The 
aofftpositians may be formulated into Sipsiieks (col ?. lines 4-9). "The con^poailions 
comprise oiyaSky&nated silicones (col 23, Sines 5-60) The R grou^^ of strtic:ttif*3 in cct 
3 eneorapasa R" of the iostan? ciafraa vvhare Ft* is ^CH^hOCH^CHgOH, The R group? 
of the refersncs may os -{0H^),.O(C^i,.O}x(C%^G}yR ! whsre p is 1 to 5. x }». i to 100. y 
Is 0 to 50 and R : is H. CH* or CH>CH : >. These values easornpass the corresponding 
group of the insteni claims. The repealing silicons tin?! of the referenced structure 
sraagss from 5 to 300, which encorapasass rhe cor respond if *3 siitaaae unit of tha fflsstarH 
cteims having, a repeating unit vate of 1 to 500. The R 1 ' group of tne reference is a G1- 
C3 alkyi or phenyl, eneoaxaassioo. the R group of the instant claims, which may be an 
ajfcyl grcop or aryj group canisinirrg 1-20 carbon al*rn-s £coi. a., lines 1-20. 

The reference differs- from the iastartt claims iasafa? as *i doss r«oi drsokssa the 
exact enci points for me number of repeating units recited in tfts insront claims 

The prle? art aoes not disclose the exact c^aimeci values, but doss ovarian; in 
r>=joiK jnsranoes even a a^ent overlap in range fisrabliahes 3 prfira; faorV? sass of 
obviousness.. iD.fg. Parson : 85 U3PG2d 13T§, 1332 (Fed. Cir. 2003). The rs far once 
discloses the ft group of the reference is --(CH>) ? O-{C;;H^0) y (CvHyO)yR' where p is "1 ro 
5. :< is 1 to 100, y is 0 to 50 and R : is H. CH> or CHsCHs, which corresponds to ihs R' 
group of me instant claims (CHv)^OCH-CH^OH when p is 5. x sa 1 and y is 0 'Hus 
rep&a&r-g sftcone anil of the referenced structure ranges from 5 to 300, which fails 
within the range or ine oorresponc&nsj silicone unit of the instant riairos having a 
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repeating unit vaine of 1 to 500. The R' : group of me reference is a CI -€•:* sfeyj or 
phenyi : encc-m pas sing the R group of the in&i&tti c;ojms ; which roay be an aifcy! group or 
oryf group containing V2Q carbon atoms. 3t would hove been obvious fof one of crdtrs&y 

in ort to have used toe compounds of the instant cfaims in the cosmetics of the 
reference consign* wis* the In re fiote rsor? decision 

Appellant believes the 103 rejection based on Lemann to be improper for the following 
reasons. The present claims are drawn to a composition comprising a hydrocarbyl functional 
organopolysiloxane. The hydrocarbyl group is defined as R 1 having the formula - 
(CH2)30CH 2 CH 2 OH. The Lemann reference discloses silicone polyether or silicone oxyalkylene 
substituted silicones where in all cases the oxyalkylene groups are described as being selected from 
a combination of EO (-CH2CH2O-) and PO (-C3H6O-) units. Appellant respectfully submits 
Lemann at best discloses a chemical formula that represents a genus of the present hydrocarbyl 
functional organopolysiloxanes. Applicant submits that the 09/01/2009 103 rejection fails to follow 
the guidelines established in MPEP 2144.08 for assessing obviousness of genus/sub-genus/species 
relationships. 
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Lemann' s preferred structures are described in column 3 of reference, which is reproduced 



as follows; 

M arc eve** more preferable way, the romped dan. accord- . 
s tig to the invention wmpriseas the oxvalkytemted silicone 
substituted m the a and w po&itfcraas of following formula: 




m which: ^ 

raBgfeis from 3 to 100 and y raiiggs from I to SO, the 
ratio bv weight of the C*H„Q number io die GJi*Q 
dumber being approximately 42/58 and the average J 
malecul&r weight of R r&ftgiag .tern BOO io 1500. 



Appellant respectfully submits that Lemann teaches preferred oxyalkylenated silicone 
having at least 3 ethylene oxide units, and further specifies ratios of ethylene oxide to propylene 
oxide to be 42/58. Such a ratio is impossible in the presently claimed siloxanes. Furthermore, 
Lemann teaches a preferred molecular weight considerably higher than the hydrocarbyl structures 
present on the hydrocarbyl functional organopolysiloxanes. Applicant respectfully submits that one 
skilled in the art, upon reading Lemann, would not immediately select the presently claimed 
siloxanes having the defined R 1 hydrocarbyl group. Therefore, considering the size of the genus, 
and the expressed teachings of Lemann, Appellant believes the present claims cannot be considered 
prima facie obvious in view of Lemann. 
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In the 05/1 1/2010 final rejection, the Examiner acknowledges that In re Peterson "relates 
to overlapping ranges in a different manner", and further seems to acknowledge the formula of 
the instant claim and the cited references may be interpreted to encompass various species 
(second paragraph, page 5, as reproduced below; and last paragraph page 7 to top of page 8). 

Although In re Peterson relates to overlapping ranges in a different manner, the 
instant case correlates to the decision insofar as the varieties of the reference and the 
instant claims show some over lap and thus some of the species encompassed by the 
formula of the reference is also encompassed by the formula of the instant claims. 

Applicant's believe the Examiner applies In re Peterson incorrectly in the instant case. 
Applicant respectfully submits "the variables of the reference, and the instant claims" are ranges 
within a chemical formula that are used to define a genus/sub-genus/species relationship which 
Applicant believes is completely different from defining a range of elements or components as 
discussed in In re Peterson . As such, Applicant believes the guidelines established in MPEP 
2144.08 for assessing obviousness of genus/sub-genus/species relationships should apply in the 
present application. 
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Therefore, the appellants request that the rejection under 35 U.S.C. §103(a) be reversed 
and the claims allowed to issue. Based on the above arguments, Appellant respectfully requests 
that the Examiner's rejections of claims 1, 2, 4-7, 9, 11 and 12 in the present application be 
reversed and that the claims be allowed. 



Respectfully Submitted, 

/Alan Zombeck/ 

Alan Zombeck 
Reg. No. 45,260 
Tel: 989-496-3101 
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Claims Appendix 

1. (Rejected) A composition comprising; 

(i) a hydrocarbyl functional organopolysiloxane having a formula selected from the group: 

R 1 R 2 SiO(R 2 SiO) x SiR 2 R 1 , 

R 1 R 2 SiO(RR 1 SiO) z SiR 2 R 1 , 

R 1 R 2 SiO(R 2 SiO) x (RR 1 SiO) z SiR 2 R 1 , 

R 1 R 2 SiO(R 2 SiO) x SiR 3 , 

R 1 R 2 SiO(RR 1 SiO) z SiR 3 , 

R 1 R 2 SiO(R 2 SiO) x (RR 1 SiO) z SiR 3 , and cyclic siloxanes of the formula 
- (Me 2 SiO) m (MeR 1 SiO) n - 

where 

R is an alkyl, cycloalkyl, alkenyl, aralkyl, or an aryl group containing 1-20 carbon atoms; 
R 1 is -(CH 2 ) 3 OCH 2 CH 2 OH; 

x is 1-500, z is 1-40, m is 1-6, n is 1-6, and the sum of m + n is 3-12; and 

(ii) at least one cosmetic ingredient, household care ingredient, or health care 

ingredient. 

2. (Rejected) The composition of claim 1 wherein the hydrocarbyl functional organopolysiloxane contains 10 to 20 
mass percent of the R 1 hydrocarbyl group. 

3. (Canceled) 

4. (Rejected) The composition of claim 1 wherein R is methyl. 
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5. (Rejected) The composition of claim 1 wherein the organopolysiloxane has the formula 
R 1 Me 2 SiO(Me 2 SiO) x SiMe 2 R 1 

where R 1 is -(CH 2 )30CH 2 CH 2 OH and x is 1-100. 

6. (Rejected) The composition of claim 5 wherein x is 5-50. 

7. (Rejected) The composition of claim 5 wherein x is 10-20. 

8 i f V; >-? y ? i>A ; 

9. (Rejected) The composition according to claim 7 further comprising a pigment. 

10. (Canceled) 

1 1 . (Rejected) A cosmetic product comprising the composition of claim 9. 

12. (Rejected) The cosmetic product of claim 11 where the cosmetic product is a lipstick. 

13. (Withdrawn) A method of treating hair or skin comprising applying to hair or skin the composition of claim 1. 

14. (Withdrawn) A method of treating hair or skin comprising applying to hair or skin the product of 
claim 7. 
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Evidence Appendix 
None 

Related Proceedings Appendix 
None 



